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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE ^ MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

Extensions of time may be available under the prnvismns nf 37 CFR 1 136(ci) In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply v;ithin the statutory minimum of thirty (30) days will be considered timely 

- If NO period for reply is specified above, the rndxiinum stdtutory period vvill apply and will expire SIX (6) MONTHS from the mailing date of this ccmmursication, 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C. § 133) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1 704(b) 

Status r ' \ fl ' ^ , 

1)]^ Responsive r^r^r^r^^^r..r.r^i\r^r^i ^ n^ f.l^ j pp 

2a)[3 This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for fonnal nnatters, prosecution as to the nnerits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 
Disposition of Claims 

4) 0 ClaimCs) ^ is/afe pending in the application. 

4a) Of the above claim(s) is/are withdrawn fronn consideration. 

5) D Clainn(s) is/are allowed. 

6) ^5 ClaimCaf) 1 is/a^e reiected. 
?)□ C!aim(s) is/are objected to 

8)0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 



9)[^The specification is objected to by the Exanniner, 



10)0 The drawing(s) filed on 



/ /// A* 



is/are: s)^ accepted or b)[j objected to by the Exanniner. 



Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 



I I )\ I MIC pi upucscu ui a vvmy oui i cv^inji i on 



If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Exanniner. 
Priority under 35 U.S.C. §§ 119 and 120 

1 3) 0 Acknowledgnnent is nnade of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .G Certified copies of the priority documents have been received. 

2.G Certified copies of the priority documents have been received in Application No 



30 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) n The translation of the foreign language provisional application has been received. 

15) M Acknowledgment is made of a ciaim for domestic priority under 35 U S C §§ 120 and/or 121. 
Attachment! s) 

1 ) CH Notice of References Cited {PTO-892) 4) G Interview Summary (PTO-41 3) Paper No(s) 

2) G Notice of Draftsperson s Patent Drawing Review {PTO-948) 5) G Notice of Informal Patent Application (PTO-152) 

3) G Information Disclosure Statement(s) (PTO-1449) Paper No(s) 6) G Other: 



U S Patent and Trademark Office 

PTO-326 (Rev 04-01) 



Office Action Summary 



Part of Paper No 9 
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Detailed Action 



Status of Application 

Applicant's comments filed March 17. 2003 ha\e been fully considered but are not found 
persuasive as to the issues set forth in this Office action. 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Objection to the Disclosure 

The following is a quotation of section (a) of 37 CFR 1.163: 

(a) The specification must contain as full and complete a disclosure as possible of the plant 
and the characteristics thereof that distinguish the same over related known varieties, and 
its antecedents, and must particularly point out where and in what mianner the variety of 
plant has been asexually reproduced. In the case of a newly found plant, the specification 
must particularly point out the location and character of the area where the plant was 
discovered. 



35 use §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner 
and process of making and using it. in such full, clear, concise, and exact terms as to 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and use the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 
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Detailed Action 

1 he specifieation shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his in\'ention. 

As specific to United States Plant Patent applications, the specifics of 37 CFR 1.164 
(reproduced below) are controlling: 

The claim shall be in formal terms to the new and distinct variety of the specified plant as 
described and illustrated, and may also recite the principal distinguishing characteristics. 
More than one claim is not permitted. 

In plant applications filed under 35 U.S.C 161. the requirements of 35 U.S.C. 1 12 are 
limited. The following is a quotation of 35 U.S.C. 162: 

No nl?int n;^tent sh?ill he c\ec]^red invaliH fnr nnnrnrnnliance V.'ith SeCtion 1 12 of this title if 

the description is as com-plcte as is reasonably possible. The claim in the specification sha! 
be in formal terms to the plant shown and described. 

The disclosure is obiected to under 35 TFR 1 . i63(a'i and under 35 u.S-C. 1 12. first 
paragraph, because the specification presents less than a full, clear, and com.plete botanical 
description of the plant and the characteristics w hich define same per se and which distinguish the 
plant trom related known cultivars and antecedents. 

More Specifically: 



A. Page 9. lines 5-7, Applicant states disc fiorets "commonly are absent under standard 
growing conditions''. The recitation "commonly are absent" is unclear as it is not understood 
whether the instant plant's flow ers contain disc florets some of the time and do not contain them 
at other times or whether the instant plant produces some flowers containing disc florets and 
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Detailed Action 

some tlowers not containing disc florets or something else. It appears the instant plant may 
produce disc florets hut that they are hidden beneath the ray florets. This recitation is also 
concerning regarding the stability of the instant plant. It appears the instant plant may be unstable 
and that there may be more than one plant being described. If either of the cases is true, applicant 
would be unable to obtain a U.S. Plant Patent under 35 U.S.C. 161 (MPEP 1600) for the instant 
plant/application. Either the instant plant produces flowers which contain disc florets or the 

B- As Stated in the pre\ ious Offlce aciions mailed December 17, 2002 and March 25, 
2002. Applicant states the Androecium. is present on ray florets. This is not understood and 
appears botanically incorrect as the androecium is typically found only on disc florets and the 
gynoecium is typically found on both ray and disc florets. This plant does not commonly have 
disc florets as set forth on page 9, lines 5-7. Correction and/or clarification is necessary. 

C. As stated in the previous Office actions mailed December 17, 2002 and March 25, 
2002, Applicant states the instant plant produces pollen. This is not understood and appears 
botanically incorrect as the instant plant does not commonly have disc florets (as stated on page 9, 
lines 5-7) and without disc florets, in which the androecium would be located, cannot produce 
pollen. Correction and/or clarification is necessar\'. 
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Detailed Action 

The abo\ e listing may not be complete. Applicants should carefully re\ ie\v the disclosure 
and import into same any corrected or additional information which would aid in botanically 
identifying and/or distinguishing the culti\'ar for which United Stales Plant Patent protection is 
sought. 

Claim Rejection 

Claim 1 is rejected under 35 U.SC\ 1 12, first and second paragraphs as not being 
supported by a clear and complete botanical descripiion of the plant for the reasons set forth in 
the Objection to the Disclosure Section above. 

Claim Rejection 

The Claim remains rejected under 35 U.S.C. 102(b) as being clearly anticipated by Plant 
Breeder's Right application number 15135 (France) or the 1997 Catalog of Challet Herault 
Productions of Nuaille France in view of Applicant's admission that 'Chanoud' was ''placed in the 
hands of the public in France during 1997" (Page 4 of response filed September 25, 2002), for the 
reasons stated in the previous action. 
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Response to Arguments 

Applicant's remarks filed March 17, 2003 ha\e been fully considered but are not 
considered persuasive for the following reasons: 

Applicant argues that "The continued rejection of the claim under 35 U.S.C. § 102(b) over 
publications with respect to (a) French Breeders Rights Application No. 15135, and (b) the 1997 
French Catalog would be inappropriate for the reasons set forth in detail in Applicant's 
submission of Septem.ber 25, 2002. The Examiner respectfully disagrees with Applicant for the 
reasons set forth in deiaii in the prex ious Office action m.ailed December 17. 2002. 

Applicant argues that "For a plant to enter the public domain one must look to the 
statutor\ language as it has existed and been interpreted for over seventy years. There must be 
public use or sale in the United States for a sufficient time prior the United States filing date in 
order to create a statutor\' bar. This has not occurred as indicated in Applicant's submission of 
September 25, 2002. Any printed publication concerning the Thanoud' variety is non-enabling. '\ 
The Examiner respectfully disagrees with Applicant. As stated in the previous Office action, 
mailed December 1 7. 2002. specifically page 9. "Prior public use or sale are the avenues by which 
a plant enters the public domain {LeGricw page 372.). Further, the "public use or sale" does not 
have to take place in the United States to rise to the level of a statutor\^ bar. This argument is not 
persuasive for two reasons: { 1 ) This issue was not present in EeGrice, and (2) This issue is not 
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Detailed Action 



present in the instant case. The rejection is based on a publication, not prior use or sale. As 
stated in the previous Office action, mailed December 17, 2002, specifically pages 9 and 10, "The 
clear wording of 35 USC 102(b) is "A person shall be entitled to a patent unless- ...(b) the 
invention was patented or described in a printed publication in this or a foreign country- or in 
public use or on sale in this counti^\ more than one year prior to the date of application for patent 
in the United States... " "There is no requirement/restriction of the bar under 35 USC 102(b) to 
printed publications in this countr}\ The second clause of 35 USC 102(b) barring public sale or 
use in this countr\' is not relevant because the rejection under 35 USC 102(b) over the foreign 
breeder right certificate or French catalog, as enabled by a sale to the public in a foreign countrx^ 
over one year prior to the date of domestic filing, would not be over public use or sale, but over a 
printed publication." "In Pentech International Inc. l\ Hayduchok. 18 USPQ2d 1337. it stated 
that the "on-sale-bar must be "m public use or on sale in this country, more than one year prior 
to the date on the application for patent in the United States.". Pentech v, Hayduchok later states 
"a foreign use or sale, without a printed publication or patent as described in 102(a), will not 
undermine the validity of a patent issued in the United States" (page 1343). For the instant 
application, the plant was described in the Plant Breeder's Right application and French catalog 
which, when combined with commercial availability in a foreign country, would have enabled one 
skilled in the art to reproduce the claimed invention.". 
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Applicant argues "The Examiner has cited no authority for the assertion that the 
availability an in\ention outside the United States combined with a non-enabling publication has 
ever been used to create a statutor}' bar other than the Ex parte Thomson decision." The 
Examiner respectfully disagrees, the Examiner has cited case law which supports the instant 
rejection. 

Applicant argues "As specified at 35 U.S.C. §161. Plant Patents and Patents for other 
inventions should be subj ect to the same statutor\' provisions "except as otherwise provided.'' 
Title 35 provides no exception capable of supporting a different nile for Plant Patents. For the 
reasons indicated in A.pplicant's submission of September 25. 2002. the controlling authority is 
the In re LeGrice decision that was rendered by the Court of Customs and Patent Appeals.". The 
Examiner respectfully disagrees. In re LeGrice as well as 35 USC 161 and 37 CFR 1.161 clearly 
^Ldic ilidl the same laws and rules relating to applications tor utility patents also are applicable to 
patents for plants except for the one exception set forth in 35 USC 162. As a result, the standard 
for anticipation in a plant patent is the same as the standard for anticipation in a utility patent. 

Applicant argues "there is no sound reason for Patent Office personnel to put forth at this 
time a different interpretation of the statute from that which has been consistently followed for 
decades. Such new interpretation is urged to be inappropriate as well as grossly unfair to 
Applicant.". After careful consideration of this argument, the Examiner declines to comment on 
triis business practice as the issue is not germane to the current rejection. 
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Applicant argues "Plant publications are to be disregarded when making a patentability 
analysis with respect to a new plant variety unless lhe\ can be combined with the existing 
scientific "store of know ledge in the fields of plant heredity and plant eugenics which one skilled 
in the art w ill be presumed to possess" so as to enable another to produce the plant. The mere 
possibility to seed an invention in a foreign countr>' where it is not prior art and to bring it to the 
United States has never been an impediment to patent protection in the absence of a showing that 

f\-\f^ \Ty\^(^r\i\r\rt mqc r>n cqI^^ r\r ir\ rMiKlir* iic*=» in iV\f> T Tmt*=»r1 Qtat^^^c mr»rt^ tV-*an /^n*=» -y^f^nr KtafXt-*^ fi 1 1 n rr 

date.". The Exam.iner respectfulh' disagrees. The PBR publication or French Catalog when 
considered in combination with the knowledge of one skilled in the art. i.e.. the availability of the 
plant in the public domain as evidenced by sale of the claimed plant more than one year prior to 
application for patent, places the plant in the public domain, and therefore is enabled since one 
skilled in the art would have been able to reproduce that exact same plant through asexual means. 
It is noted that Applicant has not provided any evidence that one skilled in the art would know 
how^ to propagate a Chr\'santhemum. LeGrice ruled that a publication alone was not enough to 
put a plant in the public domain. The fact scenario of this rejection does not parallel the facts in 
the LeGrice case because the rejection here is not based on a publication alone. Indeed, LeGrice 
makes it ver\' clear that "Prior public use and sale of a plant are the avenues by which a plant 
enters the public domain." The PBR publication or French Catalog, together with public 
a\ ailability of the plant, would have allowed a skilled artisan to take the teachings of either the 
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cited PBR or French Catalog and combine them with his own know ledge of the art to be in 
possession of the in\ ention. 



Final 

Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a), Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1,1 36(a). 

/\ bllUlLCllCU MaiULUl \ pciiuu ivji i\^yi\ l\j iiiiai aciiv^ii i:> :>v-l i\j x-^.xpiiv- i i iivi^i^ 

MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MON I HS of the mailing date of this final action and the advisor\^ action is not mailed until after 
the end of the THRCF-MONTII shortened statutor> period, then the shortened statutory' period 
will expire on the date the advisor\' action is mailed, and any extension fee pursuant to 37 CFR 
1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, however, 
will the statutor\^ period for reply expire later than SIX MONTHS from the date of this final 
action. 



